Protection to Trade -Marks. 


VATATATATATAIAIALATATATATATATATAIAIATATRVOATANIAAATATATAAT 


The 
Trade-Mark 
Reporter 


SEPTEMBER 





The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair Com- 
petition in the United States 


This publication, issued monthly, contains all current deci- 
sions of the law of trade-marks, trade-names and unfair competi- 
tion in the courts of the United States, and of the several States 
and in the United States Patent Office. The text of opinions is 
given in full so far as they relate to trade-marks, or allied sub- 
jects, with references to the official or other reports, if any, in 
which the cases are to be found, and with annotations and cross 
references, designed to illustrate the development and assist in 
the study of this branch of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, re- 
lating to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced 
by courts and legislative bodies from year to year. It includes 
also all treaties and conventions to which the United States is a 
party, relating to trade-marks. Each annual volume will be com- 
pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 

It is intended primarily for the use of lawyers and is edited 


with a view to their needs and requirements. The subscription 
orice is TWO DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TEN SHILLINGS. 

Tur Unitrep States TrapE-Mark ASSOCIATION, 


32 Nassau Street, 
New York City 











CONTENTS 


United States Circuit Court of Appeals: 
Coca Cola Co. v. Horstman, et al. 
United States District Court: 
Tanqueray, Gordon & Co., Ltd. v. Gordon Distilling 
Sn en a ae 
Margaret Steiff (Inc.) v. John Bing 


G. W. J. Murphy Co. v. Metal Stamping Co. 
New York Supreme Court: 

Stephenson Mfg. Co. v. Stephenson 

Horner & Company v. Lawrence 
Commissioner of Patents: 

Ex parte, Wahrmann 

Digest of Manuscript Decisions 








Published 


by 


The United States Trade-Mark Association 


AN ORGANIZATION FOR THE PROTECTION OF TRADE-MARKS AND TRADE-NAMES 
32 NASSAU ST., NEW YORK 


Organized 1878 


Medal, World’s Columbian Exposition, 1883 Grand Prix, Paris Exposition, 1900 








OFFICERS OF THE ASSOCIATION 


EBERHARD FABER, President 
(200 Fifth Avenue, New York) 
A. J. Horuick, Vice-President 
(37 Pearl Street, New York) 
ALBIN TROJAN, Treasurer 
(130 Fulton Street, New York) 
ARTHUR WM. BARBER, Secretary 


(32 Nassau Street, New York) 


Copyright, 1914, 
by 
The United States Trade-Mark Association. 


Entered as second-class matter July 12, 1911, at the 
Post Office at New York City, under the Act of Con- 
gress of March 3, 1870. 


— Sa eae 


The 


Trade-Mark 
Reporter 


Vol. 4 New York, SEPTEMBER, 1914 








UNITED STATES CIRCUIT COURT OF APPEALS 
Coca CoLa Co. v. HorstMAN, et al. 
(212 Fed. Rep., 412.) 
Fifth Circuit, February 17, 1914 


INFRINGEMENT OF REGISTERED TRADE-MARK—JURISDICTION. 

It seems, that in a suit for infringement of a trade-mark regis- 
tered in the United States Patent Office the court is without jurisdiction 
where it is not alleged that the infringing mark is used in interstate, 
foreign or Indian commerce. 

Appeal from a decree of the United States District Court 
for the Western District of Texas, dismissing the bill of com- 
plaint on the merits. Affirmed. 


M. M. Crane, of Dallas, Tex., and H. O. Head, of Sherman, 
Tex., for appellant. 
John W. Brady, of Austin, Tex., for appellees. 


3efore PARDEE and SHELBY, Circuit Judges, and Gruss, Dis- 
trict Judge. 


Per CurtaAM.—Finding this case was correctly ruled and de- 
cided in the District Court, the decree appealed from is affirmed. 


ParDEE, Circuit Judge (dissenting ).—It seems to me that the 
District Court was without jurisdiction. Diverse citizenship is 
not sufficiently alleged in the bill, nor otherwise shown in the 
record (Grace v. American Central Ins. Co., 109 U. S., 278, 3 
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Sup. Ct., 207, 27 L. Ed., 932; Wrisley v. Rouse Soap Co., 90 
Fed., 5, 32 C. C. A., 496), and the bill does not allege, nor is 
it shown by evidence in the record, that the defendants are in- 
fringing complainant’s trade-mark in interstate, foreign, or 
Indian commerce. Ryder v. Holt, 128 U. S., 525, 9 Sup. Ct., 
145, 32 L. Ed., 529; Warner v. Searle & Hereth Co., 191 U. S., 
195, 24 Sup. Ct., 79, 48 L. Ed., 145. 

As the record stands, the decree below is one dismissing the 
bill on the merits. In my judgment, on the merits the complain- 
ant below and appellant here is entitled to relief, and the decree 
below, dismissing the bill, should be so qualified as to permit 
complainant to bring another suit. 


[The allegation that an infringing mark has been used in interstate, 
foreign or Indian commerce is an essential element of a cause of action 
under the federal statute. 

The power of congress to protect trade-marks does not extend beyond 
their use in interstate or foreign commerce. 

A trade-mark is not a tangible right of property. It is not a right 
of property in any article or thing of a substantial nature, it is not even 
a right to the exclusive use of a word or symbol, but only a right to 
the use of that word or symbol in connection with 'the sale of particular 
goods. 

The office of a trade-mark is to indicate the te of the goods to 
which it is attached (McLean v. Fleming, 96 U. S., 245, 254; Amoskeag 
Mfg. Co. v. Trainer, 101 U. S., 51, 60; Canal ay v. Clark, 13, Wallace, 
Att. 922): 

It is of the nature of a property right. 

“The jurisdiction to restrain the use of a trade-mark rests upon the 
ground of the plaintiff’s property in it, and of the defendant’s unlawful 
use thereof” (Fuller, C. J., in Lawrence Mfg. Co. v. Tennessee Mfg. Co., 
na8° UU. S., 837, S88). ‘ 

And yet it is intangible, and incapable of existence or ownership 
apart from its use upon the goods for which it is destined (Kidd v. 
Johnson, too U. §S., 617). 

It is evident, therefore, that congress can have no power to regulate 
trade-marks, except as a part of its power to regulate the traffic in the 
goods to which those marks are attached. Its right to regulate or con- 
trol the use of those marks must begin only when the goods to which 
the marks are attached come within its control, that is, when they be- 
come the subject of interstate or foreign commerce, and must cease when 
those goods pass beyond its control, that is, when they cease to be the 
subject of such commerce. 

The time when a commodity becomes the subject of interstate com- 
merce has been repeatedly determined by the United States supreme court, 
An article of merchandise comes under federal control only when it 
has begun to move as an article of trade from one state to another, be- 
cause it is at that time that commerce in this commodity between the 
states begins-(The Daniel Ball, 10 Wallace, 557, 565). 

A commodity begins to move from one state to another in the 
course of transportation, when it has been shipped, or delivered to a 
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common carrier for the purpose of shipment, to another state, or has 
been started upon such final transportation in a continuous route or 
journey (Coe v. Errol, 116 U. S., 517). 

Thus, logs deposited on a river’s bank, or retained by a boom in the 
river to be subsequently floated or shipped by rail to their destination 
in another state, have not, so long as they remain in that condition, be- 
come the subject of interstate commerce. They still remain under the 
jurisdiction and control of the state, and subject to its taxing power 
(Coe v. Errol, 116 U. S., 517; Diamond Match Co. v. Ontonagon, 188 
w.. S., Sap. 

Neither does it bring commodities within the power of congress to 
regulate or control, nor does it divest the exclusive authority of the 
states, that they are destined ultimately to become the subjects of inter- 
state commerce. 

In the words of Mr. Justice Daniel: 

“Nor can it be properly concluded, that because the products of do- 
mestic enterprise in agriculture or manufactures or in the arts, may 
ultimately become the subjects of foreign commerce, that the control of 
the means or the encouragements by which enterprise is fostered and 
protected is legitimately within the import of the phrase foreign com- 
merce or fairly implied in any investiture of the power to regulate such 
commerce A pretension as far reachings as this would extend to contracts 
between citizen and citizen of the same state, would control the pursuits 
of the planter, the glazier, the manufacturer, the mechanic, the immense 
operations of the collieries and mines and furnaces of the country; for 
there is not one of these avocations the results of which may not become 
the subjects of foreign commerce, and be borne either by turnpikes, 
canals or railroads from point to point within the several states toward 
an ultimate destination like the one above mentioned” (Veazie v. Moor, 
14 How., 568, 574). 

“If it be held that the term includes the regulation of all such 
manufactures as are intended to be the subject of commercial trans- 
actions in the future, it is impossible to deny that it would also include 
all productive industries that contemplate the same thing. The result 
would be that Congress would be invested, to the exclusion of the 
states, with the power to regulate not only manufactures, but also agri- 
culture, horticulture, stock raising, domestic fisheries, mining—in short, 
every branch of human industry. For is there one of them that does 
not contemplate more or less clearly an interstate or foreign market?” 
(Lamar, J., in Kidd v. Pearson, 128 VU. S., 1, 21). 

“The fact that an article is manufactured for export to another 
state does not of itself make it an article of interstate commerce, and 
the intent of the manufacturer does not determine the time when the 
article or product passes from the control of the state and belongs to 
commerce” (Fuller, C. J., in U. £. v. E. C. Knight Co., 156 U. S., 1, 13). 

Neither the intent of the manufacturer or owner of goods to ex- 
port them to another state, nor any preparations that he may make for 
that purpose, so long as the goods have not actually begun to move 
toward their ultimate destination by a continuous route, can put them 
within the federal jurisdiction, nor divest the control of the state 
(Diamond Glue Co. v. U. S. Glue Co., 103 Fed. Rep., 838; U. S. v. Boyer, 
85 Fed. Rep., 425; Coe v. Errol, 116 U. S., 517; Diamond Match Co. v. 
Ontonagon, 188 U. S., 82; Kidd v. Pearson, 128 U. S., 1; U. S v. E. C. 
Knight Cv., 156 U. S., 1). 

The state may, therefore, subject to the limitations imposed upon it 
by other provisions of-the constitution of the United States or of the 
state, that is to say, so long as it confines itself to the proper exercise 
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of its police power, prohibit absolutely the manufacture and sale within 
its limits of any article, though recognized by congress as a legitimate 
article of commerce Nor does it affect the right to exercise this power, 
that the goods are sought to be manufactured for the purpose and with 
the intent of exporting them to another state or nation. These pro- 
hibitory laws are not regulations of commerce. They affect the property 
before it can become the subject of commerce (Powell v. Pennsylvania, 
127 U. S., 678 few v. Pearson, 128 U. S., 1, 23; Capital City Dairy Co. 
V. Ohio. 183 U. S., 238, 245; Purity Extract Co. v. Lynch, 226 U. S 
192, 201). 

Furthermore, no commodity continues indefinitely to be a_ subject 
of interstate commerce, nor subject to congressional regulation and 
control. The fact that it has been once transported in commerce between 
the states does not cause it to remain subject to the power which regu- 
lates that commerce, beyond the time when the offices of commerce shall 
have been fulfilled. The control of congress is over commerce, not over 
the commodities which are the subjects of commerce, except as the control 
of the latter is a necessary incident to the former. 

True, the power of congress is not confined by any limitations nor 
prevented al crossing the boundaries of a state, or interfering in its 
domestic affairs, when such interterence is necessary for the regulation 
of interstate commerce. 


“The power vested in congress to regulate commerce with foreign 
nations and among the several states and with the Indian tribes, ea 
is coextensive with the subject on which it acts and cannot be stopped 
at the external boundary of a state, but must enter its interior and must 
be capable of authorizing the disposition of those articles which it in- 
troduces, so that they may become mingled with the common mass of 
property within the territory entered” (Fuller, C. J., in Letsy v. Hardin, 
135 U. S., 100, 108). 

3ut only when such interference is nece — for , — named, 
can it be justified (United States v. B. & O. S. W. Co, 222 U.S. 
8). The argument which asserts the right of congress a interfere with 
intrastate use of trade-marks, relying on the plenary character of its 
power to legislate for the regulation of commerce, interstate and foreign, 
loses sight of the fact that such interference would be no sense a regu- 
lation of commerce between the states, but only within the states. 

While no state can prohibit the importation into its territory of an 
article recognized by congress as a legitimate article of commerce, nor 
the sale thereof by the importer, in the original packages of importation 
(Bowman v. Chicago ¢& N. W. Railway Co., 125 U. S., 465; Letsy v. 
Hardin, 135 U. S., 100, 124; Rhodes v. Iowa, 170 U. S., 412; Vance v. 
Vandercook Co., 170 U. S.. 438; Norfolk & Western "Railway Ca %, 
Sims, 191 U. S., 441; American Express he v. Ilowa, 106 U. S., 133; 
Heyman v. Southern Ratlway ae 203 U. S., 270; Adams Express Co. v. 
Kentucky, 206 U. S., 120, 214 U. S&S: 258). a right to determine the dis- 
position of goods “ein from another state is, so far at least as con- 
cerns the interstate commerce clause of the constitution, subject to no 
further limitations. So long as it keeps within the proper exercise of 
its police power, the state may control or absolutely prohibit the sale, 
whether by the importer or another, of property brought from without 
the state (Crossman v. Lurman, 102 U. S., 189; New York, ex rel., Silz 
v. Hesterberg, 211 U. S., 31), at least unless the sale be in the original 
packages of importation, and may forbid the resale of the goods, whether 
in the original packages or not, after they have left the hands of the 
importer; for, by removal from the original pd¢kages or by the con- 
summation of the first sale therein, the property becomes mingled with 
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the general mass of property within the state, and passes from the juris- 
diction and control of congress that of the states (Austin v. Tennessee, 
179 U. S., 343; Schollenberger v.° Pennsylvania, 171 U. S., 1; Leisy v. 
Hardin, 135 U. S., 100; Am. Steel & Wire Co. v. Speed, 192 U. S., 500; 
McNeill v. Southern Railway Co., 202 U. S., 543). 

Moreover, while a first sale in the original package to the consumer 
is protected equally with its sale to a dealer (Schollenberger v. Penn- 
sylvania, 171 U. S., 1) the original package is not the manufacturer’s 
package as put up for retail, but must be the form of package “in 
which bona fide transactions are carried on between the manufacturer 
and wholesale dealer residing in different states.” Otherwise, if an- 
other package is adopted for the purpose of circumventing the state 
law, it will not be protected as an original package (Austin v. Tennessee 
179 U. S., 343, 359). 

Thus, the packing case in which numerous smaller packages are con- 
tained, the cask containing beer, or the tub containing oleomargarine 
in bulk, are original packages. 3ut paper packages containing ten 
cigarettes each, shipped loose in baskets, or single bottles containing 
a malt beverage and shipped in open cases, are not original packages, the 
mode of shipment being plainly intended to prevent the police power 
of the state from ustactiie (May v. New Orleans, 178 U. S., 406; Leisy 
v. Hardin, 135 U. S., 100; Schollenberger v. Pennsylvania, 171 U S., 1; 
Austin v. Tennessee, 179 U. S., 343; Cook v. Marshall County, 196 
U. S., 261; Purity Extract Co. v. Lynch, 226 U. S., 192, 200). 

How, therefore, can it be contended that the power of congress to 
regulate trade-marks is more extensive than its power to regulate or 
control the disposition of the goods to which they are necessarily attached? 
And if the power of congress is thus limited, what becomes of the 
proposition that an act of congress may prevent or regulate the sale 
within a state of goods bearing a mark similar to that employed by an- 
other in interstate commerce and the use of which in such commerce is 
protected by the federal law? 

The right to a trade-mark is a right of property, recognized by the 
common law and existing independently of any statute (Lawrence Mfg. 
Co. v. Tennessee Mfg. Co., 138 U. S., 537, 548; Boston Diatite Co. v. 
Florence Mfg. Co., 114 Mass., 69; Congress <& Empire Spring Co. v. 
High Rock Congress Springs Co., 45 N. Y., 201): a right, which, like 
any other property right, is subject to the police power of the state. Its 
employment may be limited or controlled by statute, as in the case of 
any other property, and may be better secured and guarded by the enact- 
ment of eg remedies not existing at common law (Derringer v. Plate, 
29 Cal., 292) 

Except in so far, therefore, as may affect interstate commerce, the 
regulation of property in trade-marks is peculiarly within the power of 
the states. It cannot be doubted that the states may impose conditions 
upon the enjoyment of this property right and may, subject to rights of 
property already vested, confer the enjoyment of property in a mark 
within their borders, upon him who shall comply with their laws 
(Slaughter House Cases, 16 Wall., 36; Mugler v. Kansas, 123 U. S., 
623; Plumley v. Massachusetts, 155 U. S., 461; Powell v. Penn., 127 U. S., 
678), as, for example, by the registration of his mark as provided thereby. 
Having done this, it is true that the state cannot prevent the importation 
and sale in original packages of goods similarly marked, but from the 
time these goods leave the hands of their importer, or the packages in 
which they were shipped, they come under the power of the state, may be 
seized and confiscated, or the sale or possession of them punished by 
appropriate penalties. So long as these penalties are applicable to all 
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goods so marked, whether made or marked within or without the state 
and not the goods of the owner recognized by the state law, the act 
of the state is no more a regulation of interstate commerce than is the 
like prohibition of the sale of liquor or cigarettes. 

No statute which congress may see fit to pass can reach the use of 
a mark within a single state, even though it be an infringement upon a 

mark the employment of which in interstate commerce is protected by 
congress. 

As well might congress attempt to punish as a crime the forging of a 
telegram, purporting to have been forwarded from another state, or of 
a bill of lading purporting to represent a shipment of goods from one 
state to another, or—under its power to regulate the use of the mails— 
of a letter purporting to have been forwarded through the post office. 
In all these cases, the crime, if any, is one for state cognizance. In the 
exercise of the last mentioned power, congress may punish the theft 
of mail matter, or injury thereto, the obstruction of its passage, or the 
use of the mail for improper and forbidden purposes, but not the mere 
writing of a letter, the mailing of which might well be made a crime 
against the postal establishment. The jurisdiction of congress attaches 
only when the objectionable matter is mailed. So, in the regulation of 
interstate commerce, congressional jurisdiction attaches when the sub- 
ject of regulation passes into the channels of such commerce. What 
may be done before that may impair in great degree the advantage to be 
derived by its beneficiaries from congressional control, but it can in no 
way affect or impair the efficiency of such control. That control begins 
and ends with interstate or foreign commerce. It cannot attach to the 
subjects of this commerce before the beginning of their extra-state jour- 
ney nor can it follow them after their journey is finished and they 
have come to rest, intermingled with the general mass of property within 
a state. 

The trade-mark law of 1905 was carefully framed to accord with 
views similar to those above outlined. This law is limited to the pro- 
tection of marks used in interstate and foreign commerce and to the 
protection of these marks against infringements, only when the infringe- 
ments are similarly used in interstate or foreign commerce, including 
always in the term foreign commerce, commerce with the Indian tribes 
(Trade-Mark Law of 1905, Secs. 1, 16). 

Under the trade-mark law of 1881, the United States supreme court 
held that congress did not intend to give jurisdiction to the federal 
courts, except in cases where the infringing mark was used in com- 
merce with foreign nations or with the Indian tribes. Thereby the 
court avoided the question of the constitutionality of a law which should 
presume to punish the use, even within the bounds of a state, of a mark 
that infringed one registered under the statute (Warner v. Searle & 
Hereth Co., 191 U. S., 195). 

The act of 1905 has extended the benefit of federal protection of 
trade-marks used in interstate commerce. We can scarcely doubt that, 
if the question should come before the supreme court under this statute, it 
would hold, that congress meant by this law to give jurisdiction to the 
federal courts, only in cases where the infringing mark was used in 
interstate or foreign commerce. 

If this be so, it follows from this also that, as to an infringement 
used only within the bounds of a single state, the federal statute is with- 
out effect: so that the owner of a trade-mark registered under the 
United States statute would be powerless to act under that statute, for 
the suppression of an infringement upon his mark, that was used only 
within a state. In such a case, therefore, the owner of the trade-mark 
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would be relegated to such remedies as might be afforded to him under 
the state laws of the state where the infringement existed—From “The 
Constitution and Trade-Marks,’ by Arthur Wm. Barber, in Case and 
Comment, September, 1914.] 


UNITED STATES DISTRICT COURT 


TANQUERAY, Gorpon & Co., Lp. v. Gorpon Disti,zine & 
DIsTRIBUTING Co. 


(213 Fed. Rep., 510.) 
District of New Jersey, May 2, 1914. 


UnrFair CoMPETITION—FAMILY NAME—“Gorpon.” 

The name “Gordon” having been known since 1769 in the market 
in connection with gin of the complainant and its predecessors, the 
name cannot be used by another on gin of his own make, except in 
connection with such marks of differentiation as will clearly dis- 
tinguish the gin to which it is applied from that of the complainant, 


In equity. On final hearing. Decree for complainant. 


George W. Tucker, Jr., of New York City, for complainant, 
George J. Stillman, of Jersey City, N. J., for defendant. 


BrapForD, District Judge——The bill in this case has been 
brought by Tanqueray, Gordon & Co., Limited, a corporation of 
Great Britain and Ireland, against the Gordon Distilling & Dis- 
tributing Company, a corporation of New Jersey, alleging the 
violation of trade-marks and labels, and unfair competition in 
trade, and praying for an injunction and an accounting of profits 
and damages. The complainant was incorporated in 1898 and 
manufactures and sells gin known as “Gordon Gin.” It is al- 
leged in the bill as follows: 


“That heretofore and about the year 1769 one Alexander Gordon 
began the business of gin distilling under the firm name of ‘Gordon & 
Co.,’ in London, England, and put upon the market a certain gin under 
the name and trade-mark ‘Gordon & Co.’s Dry Gin.’ The business thus 
established by him was thereafter carried on by himself until his death 
when he was succeeded by his son, Charles Gordon, who in turn was 
succeeded by his son Charles Gordon, Jr., and a Mr. Knight; later Mr. 
Knight retired, and Mr. Charles Gordon, Jr., after carrying on the busi- 
ness as sole owner duly assigned all his right, title and interest therein 
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including the name of ‘Gordon & Co.’ to J. P. Currie, E. H. Currie, E. 
Farquhar and R. C. W. Currie, and the said E. H. Currie, E. Farquhar 
and J. P. Currie duly assigned, transferred and set over all their right, 
title and interest in and to the said business and firm name ‘Gordon & 
Co.’ to the said R. C. W. Currie. That thereafter and about the year 
1898 the said R. C. W. Currie who was then continuing the business and 
trading under the firm name of ‘Gordon & Co.’ together with Charles W. 
Tanqueray, William Tanqueray, Jr., and George Dimoke Green, who 
were then trading under the firm name of Charles Tanqueray & Co., con- 
solidated and were duly organized into a corporation under the laws of 
Great Britain and Ireland, the complainant herein, which thereafter and 
down to the present day has continued the manufacture and sale of the 
gin heretofore produced by ‘Gordon & Co.’ and that said gin has been 
known throughout the markets of the world since the year 1769 to and 
including the present time as ‘Gordon & Co’s Dry Gin,’ which said name 
has been a trade-mark therefor since the year 1769.” 

The answer admits that Alexander Gordon began the busi- 
ness of gin distilling under the firm name of Gordon & Co. in 
London, England, and put upon the market gin under the name 
and trade-mark of “Gordon & Co.’s Dry Gin’; that he carried 
on that business until his death, and that thereafter the business 
was carried on in succession as stated in the bill of complaint. 
The complainant and its predecessors in connection with the sale 
of gin have for a number of years last past used sundry trade- 
marks or trade-names with certain accessories printed on body 
labels used in connection with the oblong bottles in which the 
gin is sold. Among them is a trade-mark representing the head 
of a boar, registered in the United States patent office Septem- 
ber 13, 1892. The defendant was incorporated in 1909, and, 
while not manufacturing gin, puts it or a compound containing 
it up and sells it in packages and bottles bearing labels and dis- 
playing a trade-mark consisting of a representation of the head 
of an elderly man in a white circle. This trade-mark was 
registered by the Gordon Bitters Company, the predecessor of 
the defendant, in the United States patent office June 14, I9g10. 
So far as the last mentioned two trade-marks of the complain- 
ant and the defendant are concerned I am unable to perceive 
that the defendant has been guilty of any infringement. It is 
unnecessary at this point to consider how far the complainant 
has an exclusive right as against the defendant, under its trade- 
name “Gordon & Co.” to use the name “Gordon” in connection 
with the sale of gin; for the discussion of the charge of unfair 


competition in business will necessarily involve a consideration 
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of the use by the defendant, among other things, of the name 
“Gordon.” While the trade-marks, namely, the boar’s head and 
the head of an elderly man, present such marked dissimilarity 
as to exclude the idea of that of the defendant being mistaken 
tor that of the complainant, that of the defendant is ac- 
companied with such words, of such size, style of lettering and 
color, and such words blown in the glass of the bottles contain- 
ing the gin or compound as to show a studied attempt on the 
part of the defendant to palm off its goods as those of the com- 
plainant. The bottles used by the defendant are similar in shape 
and of the same size as those of the complainant. Blown in the 


‘ 


glass of complainant’s bottles are the words “Gordon’s Dry 
Gin” with the words “London” and “England” also blown in the 
glass respectively above and below the first mentioned words 
Blown in the glass of the defendant’s bottles are the words 
“Gordon's Dry Gin” and above them and also blown in the glass, 
but in small letters, are the letters and word “U. S. A. Father.” 
’s Exhibit No. 
1, and defendant’s exhibit No. 21, displays the complainant’s 


The complainant’s label as shown in complainant 


trade-mark of a boar’s head with the words in large printed 
red letters “Gordon & Co.’s” above the trade-mark, and in 
equally large and prominent red letters “Dry Gin” below the 
trade-mark. The defendant’s label, as shown in complainant's 
exhibits Nos. 2, 3, 5, and 7, displays defendant’s trade-mark of 
an elderly man’s head in a circle of white, with the word in 
large printed red letters ‘““Gordon’s” above the trade-mark, and 
the words in letters of the same character, color and size “Dry 
Gin” below the trade-mark. Further, the words “Gordon’s Dry 
Gin” on the label of the defendant’s bottles are of the same size 
and style as the words in red “Gordon & Co.’s Dry Gin” on the 
label of the complainant’s bottles. Further, the bottles of the 
defendant and of the complainant are similarly beveled at the 
four corners, and in each case, on each of the two front corners 
there is a representation of juniper berries from which gin is 
manufactured. One of the devices that have convinced me of 
unfair and fraudulent design on the part of the defendant to 
palm off its goods as those of the complainant is found in the 
fact that the defendant has printed on its labels immediately 
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above the large red letter word “Gordon’s” the word “Father” 
in black ink and in letters of an insignificant size. If the de- 
fendant had an intention to distinguish its labels from that of 
the complainant in such manner as to avoid deception of the 
public the most obvious course would have been to print on its 
label the word “Father” in letters quite as conspicuous as the 
word “Gordon’s.” I can not reconcile this circumstance with 
an intent to carry on business fairly. It is true that while at the 
bottom of the complainant’s label occur the words in compara- 
tively large and distinct type “Distillery London,” there are at 
the bottom of the defendant’s label the words in small and in- 
significant letters not discernible unless the bottle is compara- 
tively close to the eye, the words “Gordon Bitters Co., Jersey 
City, N. J. U. S. A.” or “Gordon Distillery & Distributing Co., 
Jersey City, N. J. U. S. A.” The differences between the de- 
fendant’s bottle and that of the complainant, while distinguish- 
able upon a comparison of the two together, are calculated to 
deceive the public into mistaking the one for the other. The 
circuit court of appeals for the third circuit in Gulden v. Chance, 
182 Fed., 303, 105 C. C. A., 16, used language strikingly ap- 
propriate to the present case. It was there said with respect 
to bottles of olives: 


“The defendants’ bottles with their labels, complainant’s exhibits 
Nos. 7, 8 and 9, particularly complained of, while differing somewhat in 
details from those of the complainant, exhibits Nos. 4, 5 and 6, are in 
their general appearance strikingly similar. They are confusing, decep- 
tive and misleading and, as already stated, intended by the defendants so 
to be. When the bottles of the defendants with their labels are viewed 
side by side with the bottles of the complainant with their labels, differ- 
ences may be perceived which might prevent confusion on the part of 
purchasers who have both before them at the same time. But purchasers 
may not and do not as a rule have both simultaneously before them for 
comparison. If they have come to associate the complainant’s bottles 
and labels with olives packed and sold by him and thereafter see the 
olive bottles and labels of the defendants, the complainant’s bottles and 
labels not being at the time before their eyes, it is highly probable that 
purchasers in the exercise of only such degree of care as is usually ob- 
served by and reasonably to be expected from them under varying con- 
ditions of knowledge, intelligence and nationalitv, will be misled or de- 
ceived into the belief that in buying olives packed and dressed by the 
defendants, they are getting those of the complainant. The fact that 
salesmen or middlemen are in a position to distinguish the olives packed 
by the defendants from those packed by the complainant by reason of dif- 
ferences in bottles or labels is unimportant. ‘The material point here 
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is the liability of ordinary consuming purchasers to be confused and mis- 
led on the subject.” 

The defendant has put in the hands of retail dealers in gin 
an instrument of fraud intended and calculated to mislead and 
deceive consuming purchasers, and the evidence shows that retail 
dealers have in a number of instances availed themselves of 
the opportunity of palming off the gin or gin compound of the 
defendant for the gin of the complainant by so handling bot- 
tles containing the liquor of the defendant as to disclose to 
persons inquiring for Gordon gin the words “Gordon’s Dry Gin” 
blown in large and prominent letters in the glass of the back 
of the bottles, which conspicuous words are surmounted by the 
small and inconspicuous letters and word “U. S. A. Father.” 


The complainant should receive protection against an unfair 
use by the defendant of words on its bottles tending to create an 
impression or belief on the part of ordinary purchasers that in 
buying gin or its compound bottled by the defendant, they 
are buying gin manufactured by the complainant. The latter is 
entitled to a decree against the defendant for profits and dam- 
ages, and an injunction permanently restraining the defendant 
from using on any labels affixed or annexed to any bottle or 
other package containing gin or cognate liquor other than that 
manufactured by the complainant either the word “Gordon” 
or “Gordon’s” unless in letters substantially different in style 
and size and color from those appearing on the labels affixed 
to the complainant’s bottles in the words “Gordon & Co.’s,” and 
unless the word “Gordon” or “Gordon’s” is immediately ac- 
companied with words of the same style, size and color, clearly 
indicating that the gin or cognate liquor contained in such bottle 
or package is not the gin manufactured by the complainant; 
and also permanently enjoining the defendant from using in 
connection with the sale of gin or cognate liquor any bottle 
having blown in the glass thereof, or otherwise appearing in or 
on the glass thereof, either the word “Gordon” or “Gordon’s” 
unless substantially different in size and style from the words 
“Gordon’s Dry Gin” blown in the glass of the complainant’s 
bottle; and also, that the defendant be permanently enjoined 
from selling any liquor other than the complainant’s gin as and 
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tor “Gordon & Co.’s Dry Gin” or from using in connection there- 
with any imitation of the complainant’s trade-marks and labels, 
or from in any manner simulating the complainant’s said trade- 
name of “Gordon & Co.” A decree in accordance with this 
op‘nion may be prepared and submitted. 





MARGARET STEIFF (INC.) v. JOHN BING 
Southern District of New York, July 20,°1914. 


Unratr CoMPETITION—IMITATION OF Goons. 

The use of toys of complainant’s make as samples from which to 
sell defendant’s goods, is properly enjoined as unfair competition. 
But the sale of goods designed by defendant as the result of original 
studies from nature cannot be enjoined, however like they may be 
to complainant’s toys. 

In Equity. On final hearing. For decision on appeal from 
an order granting a preliminary injunction, [see Reporter, Vol. 


3, P- 475)- 


Hans von Briesen, for complainant. 
Archibald Cox, for defendant. 


Houcu, D. J.—This case has been heard on complainant’s 
motion for injunction pendente lite, the motion granted, and order 
affirmed on appeal (206 F. R., goo) [ Reporter, Vol. 3, p. 475]. 

An action closely related (being against defendant’s vendee 
for reselling the same articles concerning the original sale of 
which complaint is made herein), has also been to the Circuit 
Court of Appeals, and temporary injunction granted (Stciff v. 
Gimbel, April 7, 1914). 

If complainant on this hearing confined its prayer for re- 
lief to a continuance of the preliminary injunction with a pro- 
vision for an accounting, it would be enough to refer to the cases 
already decided and grant the decree. 

sut by evidence and argument complainant demands so 
much more than it already has, that the matter requires considera- 
tion differing from that heretofore necessary. 

The Steiff corporation manufactures in Germany and sells 
the world over, a kind of toy, which by its origin causes a certain 
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sympathy for its maker. Margaret Steiff was a hopeless cripple 
who made from felt and plush and stuffing, imitations of animals 
and men, with such mechanical cleverness, some artistic ability 
and so much insight into the childish mind, that from her sick 
room went out a stuffed toy or doll which had not long to wait 
for enthusiastic welcome in nurseries of every land. Miss Steiff 
died in 1909 at the age of sixty-three before which time the busi- 
ness of toy and doll making were incorporated, and occupied (and 
still occupies) the time and energy of her several nephews; who 
appear now to own and manage it. The volume of business is 
illustrated by the statement that within a short time (apparently a 
single year) a million dollars were received for “teddy-bears” 
alone. 

However unusual in origin this business is, it has long been 
like any other commercial enterprise, and can claim no immunity 
from competition, other than such as is accorded to other con- 
cerns, whose foundations were not laid by a crippled aunt of 
singular ability. 

3ing, the defendant, is an American citizen, and also the 
long time made toys, but until lately not stuffed animals. 
salaried agent of another German corporation which has for a 

In the spring of 1913, Bing determined to compete with 
Steiff in the American market for toys of this description. At 
that time the Steiff toys were and long had been well-known in 
the United States, commanded a good price, and although some 
few stuffed toys were known as the product of other manufac- 
turers, it is I think true that the average buyer for retail toy 
sellers, regarded the Steiff stuffed animals and dolls as almost if 
not quite in a class by themselves, so nearly did they monopolize 
the market. 

Bing Bros., the house for which defendant is agent, is a 
large concern, with a widely extended business, and any competi- 


tion from them would probably be serious—it is on this hypo- 


thesis only that I can explain the vigor with which this litigation 
has been pressed. 

When defendant undertook competition, however, his prin- 
cipals had not actually begun the manufacture of what they 
wanted to sell. Therefore a number of Steiff toys were procured; 
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complainant’s tags and marks partially removed, and the public 
invited to order from Bing articles like the Steiff specimens 
shown—and at a considerable reduction from Steiff prices. 

I am not satisfied that Bing or his clerks told customers that 
Bing Bros. had made those samples. Customers were buyers for 
stores, and such tales would have been silly and useless. Silly 
because many of the samples (e.g. elephants) still bore marks 
proclaiming to the practiced eye their Steiff origin; and useless 
because such buyers did not care who made the samples if Bing 
filled the order as per sample. But defendant did promise to make 
and sell something, using as a basis therefor not his own observa- 
tion of nature, nor his own invention, but merely the mechanical 
skill of a journeyman in copying what complainant had perfected, 
and in so doing copying also some things which did not pretend to 
imitate nature, but were merely faneiful creations of complain- 
ant; e.g., the piebald coloring of the so-called “Circus-Horse” 
which Bing promised to sell to Hauser. 

Unfair competition consists in selling goods by means which 
shock judicial sensibilities ; and the Second Circuit has long been 
very sensitive. These proceedings of Bing were enjoined, but in 
carefully narrowed language, as follows: 

(1) From selling, offering for sale, or filling orders with, 
any toy animals or similar articles which in unnecessary details 
as to marking, decoration, wheels and the like, and in detail of 
form and construction are reproductions and duplicates of the toy 
animals heretofore originated and made and sold by the com- 
plainant. 

(2) From exhibiting toy animals made by the complainant 
as samples of toys made by his principal and sold by him. 

Though as above stated, I do not believe (after a full 
hearing) that defendant made or caused to be made the false 
representations as to origin of samples, of which he was ac- 
cused and (apparently) convicted—on affidavits; yet it is im- 
possible to approve the method of competition chosen by him 
and his principals. 

It is an excuse, but not a justification, that what he did 
would apparently have passed muster with the German courts, 
which give no protection to simulation of articles unprotected 
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by patent or some form of copyright. Before 1913 there had 
been litigation in Germany between the Steiffs and Bings, and 
while it is described in a very unprofessional manner in the 
evidence, I think it clear that in result the Bings considered 
themselves free to use Steiff’s unpatented or “unregistered” 
products in any way they chose. 


The existing injunction against such use of the Steiff prod- 
uct is the penalty for that mistake. That error had been com- 
mitted the Bings admitted, cancelling (it is said) as far as pos- 


sible the orders of 1913 based on the Steiff samples or models, 
and undertaking to produce by studying nature, animals of their 
own, in time for the 1914 market. 

There are in evidence now eighteen specimens of defend- 
ant’s 1914 make, and a catalogue of what the Bings now manu- 
facture. The catalogue list covers all the specimens referred to, 
and more; but shows an output far less varied than that of com- 
plainant. Defendants have not ventured upon dolls at all, nor 
have they made animal-like figures dressed in human clothing, 
(e.g., the “cat-baby,” the “bear-lady”) which are set forth in 
great variety in Steiff’s catalogue. 

The exact point litigated now is whether defendant can sell 
his principal’s 1914 product. 

The bill charges that the Steiff animals 
“are not a mere mechanical output, but each kind of animal and each 
animal itself is given particular attention, so that it may be in itself an 


artistic and individual representation of the animal it is supposed to 
represent.” 


It is also said to be 


“a comparatively easy matter for a competitor, without investing any 
capital or using any ingenuity to dismember one of your orator’s animals 
and mechanically duplicate each part thereof.” 

The prayers for relief now insisted on are that defendant 
be enjoined from selling 


“any toy animals which in appearance are the same or substantially the 
same as the corresponding toy animals sold” 


by complainant; and also from 


“doing any act . whereby the trade or the public may be likely to 
believe that toy animals of the style,, configuration, appearance, color 
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and get up (of Steiff’s) can be lawfully made and placed upon the market 
by any person, firm or corporation other than complainant.” 

I think this is a far more extreme claim for protection from 
competition called unfair, than has ever yet been made even in 
this circuit, and can be shown by complainant’s own evidence to 
amount to a demand for monopoly. 

The bill itself declares each Steiff animal to be an “artistic 
and individual representation” of the original, and the evidence 
shows that the living model is studied, photographs taken, and 
patterns made, in order that when plush, felt, or velvet is cut 
to the pattern and sewn together, stuffing will fill out the skin 
(so to speak) into an attractive versimilitude of the model. It 
may be safely said, that within the limitations of the materials 
employed, Miss Steiff and her successors have come remark- 
ably near to nature and often produced something not unworthy 
to be called artistic. But that all this affords no reason for 
either protection or monopoly is very clear. The excellence of 
a new product may afford an explanation of fierce competition 
therein, but mere excellence or novelty affords no ground what- 
ever for preventing that competition if the fight be fair. 

What makes the fight unfair is always the borrowing by 
the newcomer from the first maker of something not neces- 
sary to the excellence of product, not required for functional 
perfection, yet almost invariably cleverly calculated to attract 
and fix the attention, or please the eye of the careless. But the 
deviser and maker of an unpatented and uncopyrighted novelty 
cannot object to having anyone make and sell that novelty in 
fiercest competition, as long as what competes is the essential 
thing, stripped of all those adjuncts or attributes, which like the 
name of “Uneeda“ biscuit, or the shapes of Ruchmore’s flare 
front light and the Klaxon horn, do not make the essential. 
thing any better, but enable or assist a careless public to remem- 
ber what the thing is. 

It is, therefore, of prime importance in any case of alleged 
unfair competition, to ascertain what is the essential thing dealt 
in by both parties, and to separate essentials from accidents, 
functions from adjuncts, and advertising from everything. 


Name, color, form and shape are rarely essentials in func- 
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tion, yet they may be, and are here. In so far as the Steiff 
animals copy or reproduce nature, so far they can claim no pro- 
tection, for every one can do that. 

The final enquiry is, therefore, what have Bing Bros. done 
since acquiescing in the temporary injunction herein? Have 
they merely “dismembered” complainant’s animals and “me- 
chanically duplicated each part thereof”? I see no reason to 
think so; on the contrary, they have employed their own artists, 
taken their own photographs, made their own models—and if 
(as is the case) many of the resultant figures look just like the 
corresponding Steiff animals, the reason is that both parties have 
attained the same degree of success in doing the same essential 
thinf, e.g., imitating a horse in stuffed plush. 

Indeed in some instances (e.g., elephants) the Bing prod- 
uct is plainly nearer nature than is Steiff. 

Complainant under our law was right in complaining that 
Bing used Steiff samples to sell potential Bing manufactures, 
but when claim is made that because Steiff has produced artis- 
tic plush statuttes of certain animals, no one else can do the 
same, the monopolistic position is clearly seen. 

If defendant had undertaken to rival the Steiff Company in 
grotesque, comical dolls, or singular variance from normal ani- 
mals, a different and perhaps closer question would have arisen; 
but I am sure that both parties have equal right to copy nature, 
and both are now doing it. 

That one is a pioneer and the other a follower is legally 
unimportant—indeed as long as non-functional pecularities are 
not poached upon, the labor and discovery of the pioneer is for 
the benefit of the public, even a competitor. 

The existing injunction will be in the main continued and 
made permanent ; the final decree will also specifically refuse any 
further or other injunction, and adjudge that none of the so- 
called 1914 exhibits unfairly compete with complainant. 

I am not advised whether an accounting is now wanted. If 
one is demanded the question of costs will await final decree; 
if accounting is waived and final decree now entered, defendant 
will pay the costs. 
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G. W. J. Murpuy Co. v. Mera STAMPING Co. 


(214 Fed. Rep., 382.) 
Eastern District of New York, May 8, 1914. 


1. TRADE- MARK—INFRINGEMENT. 

Whether a registered trade-mark consisting of the letter M, 
surrounded by a circle is infringed by the use of a circle with a dot 
in the center, quaeré. 

UNFAIR COMPETITION—IMITATION OF Goobs. 

The imitation of an article of merchandise which consists merely 
in the reproduction of an article the patent for which is invald is not 
unfair competition. 


bo 


In Equity. On final hearing. Decree for defendant. 


William R. Davis, of New York City, for complainant. 
William A. Megrath, of New York City, for defendant. 


CHATFIELD, District Judge—The present action is com- 
plicated by the joinder of charges of unfair competition, brought 
in this court because of diversity of citizenship of the parties, 
with allegations of infringement of a trade-mark registered 
November 21, 1911, and with allegations of infringement of a 
patent issued to George W. ]. Murphy, on the 7th of May, 1907, 
No. 853,206, upon an application filed April 2, 1906. These let- 
ters patent have been duly assigned to the plaintiff company. 

The registered trade-mark is merely a circle surrounding the 
letter “M,”’ and the application for registration states that it 
has been used since 1909. This trade-mark was taken out by 
this company, and has been used by them since that time upon 
its goods generally; but it also appears by the testimony that for 
certain large customers and to fill certain special orders the goods 
have been placed upon the market without the “M,”’ and with a 
small circle or dot in its place. 

The articles, about the sale of which the present controversy 
has arisen, are curtain fasteners, and the Murphy patent states 
that they are “for carriage curtains and the like.” The testimony 
shows that for at least twenty or thirty years fasteners of sheet 
metal or brass, with a button of ovoid or irregular shape, and 
capable of being turned so that the longest axis will rest across 
or at right angles to the long sides of the buttonhole, or opening 
through which the button is passed, have been used upon car- 
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riage covers, and in similar places, like baby-carriage hoods, 
awnings, etc. 

It appears from the testimony, that the Murphy Company 
has always manufactured its output of brass, with a cast base 
or plate to be attached with some form of screw to the frame- 
work of the carriage, automobile, or boat. The button head has 
also been cast and shaped with a die, and in the year 1go9, the 
circle with an inclosed ““M” was struck upon each side of the 
button head, and this device filed as a trade-mark in 1911. There 
has been, naturally, no attempt to patent the use of any par- 
ticular material, and for a number of years, according to the 
testimony, other manufacturers have made fasteners from 
stamped brass, or with partially stamped and partially struck 
parts, under license from the Murphy Company, and have placed 
these devices upon the market without the Murphy trade-mark. 
In addition, as has been stated, the Murphy Company have filled 
orders, since the registering of their trade-mark, in which the 
“M” has been omitted from the circle. Some of the companies 
(now manufacturing under licenses from the plaintiff) and the 
defendant company have had brass turn buttons or fasteners 
upon the market, of the old Snell or Curtis patterns, for many 
years. When the defendant company first produced a turn but- 
ton with a brass head fastened by a rivet to the shaft, or in 
shaping the flat head of the old Snell and Curtis buttons to 
allow opportunity for easy operation with the finger tips, a cer- 
tain mark from the machinery used, which furnished an ad- 
ditional grip for the fingers, was left upon the head. After the 
Murphy Company used, in the same position, the circle with 
the letter “M,” the defendant changed its die, and for a short 
time used a circle with a dot in the center, very much similar 
to that which the Murphy Company has subsequently used in 
making up orders for other customers. 

The Murphy Company has never taken out a design patent, 
and while for a time the use by the defendant of the circle with a 
dot caused some resemblance to the Murphy trade-mark or but- 
ton, yet the discontinuance of the use of this circle, and the fact 
that the Murphy Company have also put goods upon the mar- 
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ket with a circle without the “M” make it impossible to hold 
that there has been any actionable infringement of trade-mark, 
even though, while the defendant was using the circle, sufficient 
confusion might have been caused to require the defendant to 
cease. 

On the question of unfair competition, the case rests upon 
two charges: First, that the defendant imitated the Murphy 
product as soon as it appeared to be successfully meeting the 
demand of the trade; and, second, that the defendant’s goods 
have been actually sold to supply a call for the Murphy fasteners. 

Taking up the second point first, it is shown that the trade 
has come to recognize the Murphy fastener, or the Murphy type 
of fastener, and that the Ford Automobile Company is calling 
for the Murphy type of fastener as a specification for the curtain 
fasteners for its enormous output of automobiles at the present 
time, while the Packard Company, which previously had used 
a more expensive form of fastener, is now also using fasteners 
of the Murphy type. 

This so-called Murphy type includes a grommet or eyelet, 
with the depressions or notches in the line of the shorter diameter, 
and a button having a convex undersurface to rest at each end in 
the grooves of the eyelet, with the grooves upon the top of the 
stud of larger diameter than in the old Climax or Perfection but- 
ton, and with the two grooves forming by their intersection a 
more or less crescent-shaped ridge, up to the highest point or 
shoulder, at substantially 45 degrees between each permanent 
resting place. 

Leaving the question of unfair competition until it is seen 
what features of this fastener the defendant has the right to 
use, it will be necessary to take up the question of the patent and 
consider first the matter of infringement. 

These conclusions bring us to the determination that the 
Patent Office could net have found patentable novelty in the 
Murphy application, if they had been considering anything ex- 
cept the turn buttons which had been available for use upon car- 
riages, and, while we must presume that the Patent Office took 
into account and examined everything in the prior art, we can 
only assume that this was done by finding that their action was 
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erroneous if they failed to cite such patents as Van Wagner, 
Quickel, and Booth against the Murphy application. 


These determinations upon the question of invalidity dispose 
of the points raised by similarity of the devices in question, and 
the other points of resemblance are plainly not patentable, nor 
included in the Murphy claims. 

But to return to the question of unfair competition, it is 
charged that the similarity of the device is an evident attempt to 
copy the Murphy button, after acquiescence by the public, and 
after recognition thereof as a type of commercial article. In so 
far as the Murphy button was an adaptation of the old form of 
button to the use of an automobile, by embodying the precise 
means of accomplishing a certain bringing to rest of the button 
head through employment of a type of groove which would pro- 
duce that result, any manufacturer would have the right to do 
the same, in the same manner, unless the Murphy patent were 
valid. 

This immediately removes many of the questions of so- 
called imitation. A number of exhibits have been introduced in 
the case, about which litigation seems to have been previously 
inaugurated, and most of which are now manufactured under 
some sort of a license. 

If the Murphy patent is invalid, then the licensing of other 
manufacturers to place upon the market exactly similar devices, 
without distinguishing labels, and without any means of warning 
the public that the idea belongs to the plaintiff, would be like 
the publication of a book without the notice of copyright. To 
place a label upon a box containing a gross of fasteners, and to 
label that package with a different name than that used by the 
Murphy Company, with a statement merely of the date of the 
patent, but with no reference to the name of the patentee, would 
be sufficient to warn tradesmen and dealers who were handling 
the unbroken package that some patent existed. But button fast- 
eners, when applied to any automobile, would give no notice 
either of the existence of an alleged patent or of any particular 
kind of button fastener other than a brass fastener of the type 
placed upon the market by a number of different dealers, and 
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generally being an adaptation of the older brass fasteners pre- 
viously in use, unless each button were stamped with the patent 
notice. 

The Murphy patent made it possible to call fasteners of this 
shape “Murphy” fasteners, in the same way that they could have 
been distinguished by being called brass fasteners, if some one 
could have obtained a patent for making such fasteners of 
brass. But unless bearing a distinctive mark like the Murphy 
trade-mark, or some distinctive feature which had become known 
to the public as the property, that is, the commercially available 
idea, of Murphy (such as the depressed groove would be if this 
had been original with him), there is nothing about the so-called 
Murphy type of button fastener which renders it the exclusive 
property of the Murphy Company, or which would entitle them 
to a decree on the ground of unfair competition, merely because 
of the resemblance of the article and apart from the rights under 
their alleged patent. 

As to sales at the store of the defendant, it is evident that 
the Murphy Company did not attempt to put stamped fasteners 
on the market except through their licensees. It is evident that 
the defendant company previously purchased fasteners from 
the Murphy Company, and that their catalogues have since the 
issuance of the Murphy patent shown what they called the New 
Standard Curtain Fastener, which are of the so-called Murphy 
type. In the particular sales on the 19th and 20th of April, 1911, 
by a clerk of the defendant company to a representative of the 
plaintiff, the difference between the versions of the two men 
as to the statements used by the clerk becomes substantially im- 
material. If the defendant had a right to sell only fasteners 
made by the Murphy Company, to some one who wished a genu- 
ine Murphy fastener, but did have the right to sell any fastener 
of the so-called Murphy type, whether made by the defendant or 
by other persons, to any one who was not deceived into thinking 
that the fastener was made by the Murphy Company, no issue 
remains. The representative of the plaintiff was asking for what 
he considered Murphy fasteners, that is, fasteners made under 
the Murphy patent. The defendant’s representative was selling 
a so-called Murphy fastener or Murphy type of fastener made 
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by themselves. but there seems to have been no actual mis- 
representation or deception, and no statement by the clerk that 
the fasteners were made by the Murphy Company. The case 
therefore does not fall in any aspect within the radius of an ac- 
tion for unfair competition. The claims of the patent cannot 
be held valid for the use of an eyelet with grooves together with 
a turn button fastener, nor for the use of a fastener with a turn 
button head of the Van Wagner type, nor would there seem to be 
any actionable use of anything which could be confused with the 
Murphy trade-mark since the registry of that trade-mark. Prior 
to that time the benefit of the ownership of the device (a circle 
with a dot inside) by the plaintiff, has been completely nullified 
by the testimony that goods bearing this device had been fur- 
nished to other customers for sale in the open market, and by 
the fact that the use, if even in imitation of the Murphy article, 
has been discontinued and equitable action is unnecessary. 
The defendant may have a decree with costs. 


NEW YORK SUPREME COURT 
STEPHENSON Mec. Co. v. STEPHENSON. 
(85 Misc. Rep., 145.) 

Special Term, Albany County, April, 1914. 


IN} UNCTION—V10LATION—PUNISH MENT. 

Upon a motion to punish a defendant for alleged violation of an 
injunction to restrain the sale of bar belt dressing, in a particular 
shape and color of package, held that the changes made by the de 
fendant, in compliance with the injunction were such as to relieve 
him of the charge for contempt. 


Motion to punish defendant for violation of injunction. 
Denied. 


Countryman, Nellis, Du Bois & McDermott (Merwyn H. 
Nellis, of counsel), for petitioners. 
Lester T. Hubbard, for defendant. 


CuEsTER, J]—The Stephenson Manufacturing Company has 
secured a judgment restraining the defendant Samuel T. Steph- 
enson “from manufacturing, advertising, offering for sale or 
selling a bar belt dressing either in the form of a cylindrical bar 
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or in any form similar to packages of the following description, 
viz., ‘cylindrical bars about 1034 inches in length and 134 inches 
in diameter’” and “from manufacturing, advertising, selling or 
offering for sale a bar belt dressing in wrappers bearing the 
yellow or red colors or any shade of either.” The judgment 
containing this injunction was obtained after the trial of the 
action before the court. 

On the trial, questions of the right of the defendant to use 
the word “Stephenson” and the words “Stephenson’s Bar Belt 
Dressing” upon the packages containing the dressing were closely 
litigated. On these issues the defendant was successful and he 
was not restrained in the judgment from the use of his own 
name in conducting this business. 

The purpose of the action and of the injunction was to pre- 
vent unfair competition between the parties with respect to the 
commodity in question. The packages containing the commodity 
prepared by the petitioner, the plaintiff in the suit, were cylindri- 
cal in form, were inclosed in yellow wrappers having red print- 
ing thereon and were ten and three-quarters inches in length 
and one and three-quarters inches in diameter. The plaintiff 
was seeking in the suit to prevent the defendant from marketing 
his commodity in that form so as to deceive the unwary pur- 
chaser into the belief that he was procuring the commodity manu- 
factured by the plaintiff. 

It is claimed here that the defendant has willfully violated 
the injunction and the petitioner asks that he be punished as for 
a contempt of court for such violation. The defendant. denies 
that he has willfully or in any other way violated the injunction. 

It appears that since the injunction he has been manufactur- 
ing and selling his commodity done up in packages of an oval 
shape with two sides distinctly flattened and being from a half 
to three-quarters of an inch longer than the petitioner’s pack- 
ages. They were about two inches thick upon one diameter and 
one and one-half inches thick upon a diameter at right angles 
with the first measurement. They were done up in wrappers 
having light pink covers with blue printing upon them. 


The petitioner insists that an oval package is a cylindrical 
one and that the light pink paper is a shade of red and therefore 
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that the defendant has been guilty of a violation of the injunc- 
tion. I am unable to agree with this claim in either respect. The 
packages are so dissimilar in appearance that they are not cal- 
culated to deceive an unwary purchaser. Counsel on both sides 
have exhausted the definitions found in the dictionaries and ency- 
clopedias in an effort to show on the one side that under these 
definitions a package with oval or elliptical ends is one cylindrical 
in form and that light pink is a shade of red, and on the other 
to show the contrary. I need not take the time to review the 
numerous definitions brought to my attention. It is sufficient 
to say that none of them convinces me; within the meaning and 
purpose of the injunction, that an oval or an ellipse with flattened 
sides is a cylinder or circle or that pink is red or a shade of red. 

I should not on this application enlarge by construction or 
implication the provisions of the injunction beyond its express 
terms in order to hold the defendant guilty of a violation thereof. 
His conduct must be measured by the terms of the injunction 
as it is and having in view the purpose for which it was made. 

With this in view it is apparent that there has been shown 
no willful intent on the part of the defendant to violate the in- 
junction. 


On the contrary since the injunction the defendant has 
modified his packages to make them altogether dissimilar from 
those he formerly made and from those made by the petitioner. 
He has changed their size and shape as well as the color of the 
wrapper and of the printing thereon so that no one could be 
deceived into the belief that his packages were the ones made 
by the petitioner. 


For the reasons the motion is denied, with ten dollars costs. 


Horner & CoMPANY v. LAWRENCE. 
(86 Misc. Rep., 95.) 
Special Term, New York County, June, 1914. 
UnFair. COMPETITION—PLEADING—DEFENSES. 
In a suit to enjoin wrongful use of a trade-name, brought by the 


purchaser thereof in proceedings to dissolve a corporation, against 
a minority stockholder in the corporation, an alleged conspiracy be- 
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tween persons not parties to the action to sacrifice the assets of the 
corporation and thereby defraud the defendant is no defense. 

The possibility that the sale may be avoided in pending proceedings 
instituted by the defendant stockholder under the state law, is no de- 
fense to the action, since the sale is valid until so avoided. 

The purchaser of the good will and trade-name of a corporation 
in dissolution is within its rights in announcing the continuance of 
the business of the corporation in connection with its own. Allega- 
tions of fraud in so doing are, therefore, no defense to a suit for wrong- 
ful use of the trade-name. 


On demurrer to separate defenses in answer. 


Hill, Lockwood & Lydon, for plaintiff. 
H.-R. Guggenheimer, for defendant. 


ERLANGER, ].—Each of the four separate defenses, to which 
the plaintiff demurs, is, in my opinion, insufficient. The action 
is brought to protect the plaintiff corporation in its right to the 
exclusive use of the name “Flint’s Fine Furniture,” which right 
it acquired through the purchase of the good will, trade-name and 
trade-mark of the George C. Flint Compzay under a sale in 
proceedings for the dissolution of that corporation. For a first 
separate defense these defendants set up a conspiracy upon the 
part of several persons named, not parties, having for its object 
the sacrificing of the assets of the Flint Company in favor of 
the plaintiff corporation, the conspirators being directors of the 
Flint Company and majority stockholders of both corporations, 
and the defendant Lawrence being a minority stockholder of the 
Flint Company against whose interest the conspiracy is alleged 
to have been aimed. This defense is infirm, for the reason that 
it seeks to set up in an answer served by the defendants jointly 
matter which in no way affects the plaintiff's rights as against 
some of the parties so answering. Except as to the defendant 
Lawrence, the sale to the plaintiff corporation is wholly valid 
and, as against the other defendants, the plaintiff has acquired 
an absolute right to the trade-name in question upon the ad- 
mitted allegations of the complaint and of this defense. Until 
successfully attacked by some person having an interest which 
enabled him to disaffirm the transaction, the plaintiff’s purchase 
of the trade-name in dissolution proceedings conducted accord- 


ing to the forms of law gave it a property right which it may 
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enforce. Lawrence might well be heard to say that this act of 
the directors, in their own interest, was void, and as to him, even 
without a direct proceeding to avoid it, the invalid sale could 
not be made the basis of legal action to his prejudice. The in- 
validity would probably be open to him as a defense within the 
principles adopted in Farmers’ Loan & Trust Co. v. New York 
& N.R. Co., 150 N. Y., 410, but such a sale is not void as to all 
the world. It is voidable by disaffirmance on the part of a stock- 
holder who has been prejudiced (Barr v. New York, L. E. & W. 
R. R. Co., 125 N. Y., 263, 274) ; as to others, it is, of course, valid 
until directly set aside. By the present answer the defendants 
jointly seek to avail themselves of a defense personal to Lawrence 
in which three of them are not concerned, and which, though 
valuable to him, does not affect the plaintiff’s rights as against 
them with respect to the subject of the sale. The matter alleged 
cannot be treated as an equitable defense to all the defendants, 
based upon the claim that the plaintiff’s hands are not clean, for 
the accusation is made not against the plaintiff, but only against 
its title through the voidable acts of the directors of the Flint 
Company. In this respect, as I have noted, the right of disaffirm- 
ance is the personal right of Lawrence, and the sale is valid ex- 
cept so far as the existence of this personal right gives him a 
defense. Its assertion does not lessen the plaintiff’s rights as to 
other defendants not so concerned, and the defense, pleaded in 
common, is thus demurrable because good only as to one de- 
fendant. Tailor v. Spalding, 12 Civ. Pro., 123. The second 
separate defense sets up the fact that the defendant Lawrence ob- 
jected to the sale to the plaintiff in the dissolution proceedings 
and duly commenced proceedings on his own part for the ap- 
praisal of his interest in the good will, name and trade-mark of 
the George C. Flint Company pursuant to section 221 of the 
General Corporation Law, and it is further alleged that the 
appraisers have been appointed, but the appraisal has not yet 
been had. It is apparent from the provisions of subdivision 4 
of section 221 of the General Corporation Law that the duty to 
pay the appraised value of the dissenting stockholders’ interest 
within thirty days after the appraisal involves the performance 
of a condition subsequent and that the sale, until invalidated by 
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the failure to pay, is effectual so far as the purchaser is concerned. 
The trustees by this section are authorized to make the sale and 
complete it by the acceptance of the consideration, subject to the 
later observance of the duty to pay to dissentient stockholders 
the appraised value of their interests. Clearly the purchaser has 
sufficient title to what it has bought for the purposes of an 
action to preserve the value of the good will purchased. For a 
third defense the defendants allege that the sale took place “within 
two weeks of the time of filing of the certificate of dissolution 
of the said company . . . in violation of subdivision 2, section 
221, of the General Corporation Law, and was therefore void.” 
This section provides for the publication of the secretary of 
state’s certificate of the filing of the papers in dissolution pro- 
ceedings “once a week for two weeks,” and “at the expiration 
of such publication” a sale of the assets is authorized. That 
two weeks had not elapsed between the filing and the sale does 
not exclude due performance of the statutory requirements with 
regard to publication, since the publication “once a week for 
two weeks” could well come to an “expiration” within eight suc- 
ceeding days. The fourth separate defense, which proceeds upon 
allegations of fraud upon the plaintiff’s part in announcing the 
continuance of business of the George C. Flint Company in con- 
junction and connection with the plaintiff, is insufficient, since 
the announcement, in the form alleged by the defense, was 
within the plaintiff's rights as acquired by the purchase of the 
trade-name and good will. See Metropolitan Tel. & Tel. Co. v. 
Metropolitan Tel. & T. Co., 156 App. Div., 577, 582. 

Demurrer sustained, with costs, with leave to defendants to 
amend upon payment of costs within twenty days. 





COMMISSIONER OF PATENTS 
EX PARTE, WAHRMANN: 
(204 O. G., 1345.) 
June 12, 1914. 
LABELS—REGISTRATION, 


Where the matter presented is properly a label and is distinctively 
original, the statute does not deny registration, because the feature 
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thereof which imparts originality is used or is capab'e of being used 
as a trade-mark. 


Mr. E. G. Siggers, for the applicant. 


EWING, Commissioner.—This is an appeal from the refusal 
of the Examiner of Trade-Marks to register a label. 

The ground of the refusal is that the distinctive matter which 
makes it registrable as a label is marked “Trade-Mark.” 

The provision under which this registration is pending 
is section 3 of the act of 1874, which reads as follows: 

Sec. 3. That in the construction of this act the words “engraving, 
cut, and print” shall be applied only to pictorial illustrations or works 
connected with the fine arts, and no prints or labels designed to be used 
for any other articles of manufacture shall be entered under the copy- 
right law, but may be registered in the Patent Office. And the Commis- 
sioner of Patents its hereby charged with the supervision and control of 
the entry or registry of such prints or labels, in conformity with the 
regulations provided by law as to copyright of prints, except that there 
shall be paid for recording the title of any print or label, not a trade- 
mark, six doilars, which shall cover the expense of furnishing a copy of 
the record, under the seal of the Commissioner of Patents, to the party 
entering the same. 

It has been held by the Attorney-General that this act of 
1874 was not repealed by the Copyright Act of 1909, (35 Stats. 
at L., 1075). 

In the brief for the appellant it is argued that the only artistic 
feature of the label, the picture of a bank-building, is not a trade- 
mark. It is, however, marked ‘Trade-Mark,” and doubtless 
without respect to whether it is registered here the attempt is 
made to acquire trade-mark rights under the common law. The 
applicant can hardly be permitted to mark the picture of the bank- 
building on his label a trade-mark and contend here that he 
does not mean it for a trade-mark. 

The early authorities bearing upon the broad question pre- 
sented are ex parte, Godillot, (6 O. G., 642); ex parte, Orcutt 
cy Son, (8 O. G., 277); ex parte, Park, (12 O. G., 2); ex parte, 
Simpson & Sons, (10 O. G., 333), and ex parte, Davids & Co., 
(15 O. G., 94). 

In United States, ex rel. The Willcox & Gibbs Sewing Ma- 
chine Co., v. E. M. Marble (22 O. G., 1366) the Supreme Court 
of the District of Columbia issued a peremptory writ of mandamus 
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requiring the Commissioner to register a label. The court held 
that the Commissioner was not authorized to determine that a 
label should not be admitted to registration because its distinc- 
tive feature might constitute a trade-mark, that the Librarian of 
Congress had no such authority before the matter was trans- 
ferred to the Patent Office by the act of 1874, and that by this 
act the Commissioner of Patents is given— 

control of the entry or registry of such prints or labels in conformity with 
the regulations provided by law as to copyright of prints. (See also 
U. S., ex rel. Schumacher and Ettlinger, v. Marble, Commissioner, 3 
Mackey, 32.) 

In ex parte, Moodie (28 O. G., 1271) Commissioner Butter- 
worth declined to follow this opinion, and upon application to the 
court it was held that the Commissioner cannot be mandamused 
to register a label. 

In ex parte, Wiesel (36 O. G., 689) Commissioner Mont- 
gomery, following the doctrine laid down in the Moodie case, 
held that an alleged label which is, in fact, a trade-mark is not 
entitled to registration as a label. 

In ex parte, Mahn (82 O. G., 1210) it was held by Acting 
Commissioner Greeley that a label of artistic merit, indicating 
pictorially or otherwise the article or the contents of the article 
to which it is intended to be applied, is registrable regardless of 
the fact that it may include matter capable of sequestration as 
a trade-mark. Mr. Greeley says: 


If the subject-matter itself is purely trade-mark matter and 
does not come within the recognized requirements of the label as to 
indication of contents as well as originality and artistic merit. . . it 
cannot be registered as a label. 


I think this an accurate statement. A trade-mark and a label 
differ in that a label must include descriptive matter which a 
trade-mark may not include; and a label must be a writing of 
an author, a condition which does not apply in the case of a 
trade-mark. 

It being established, however, that the matter presented is 
properly a label, and that it is distinctly original, so that it 
can be copyrighted, I see no reason under the statute for deny- 
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ing registration because the feature thereof which imparts origi- 
nality is used or is capable of use as a trade-mark. 

The act of 1874 does not prohibit the registration of a print 
or label which is a trade-mark, but merely provides that for 
recording a label, not a trade-mark, the fee shall be six dollars. 

The label in question is not a trade-mark, and no trade-mark 
rights are acquired by registering it. I think the label should be 
registered. 

The Examiner of Trade-Marks is overruled. 


Dicrest oF MANuscripPt DECISIONS. 
Descriptive Terms. 


Application was made to register, as a trade-mark for 
liquid dyes for shoes, belts, and leather, the words “Eddie’s 
Everlasting” and the representation of a woman dyeing her 
shoes. This the examiner refused to register, unless the appli- 
cant should omit the word “Everlasting” or disclaim the right 
to the exclusive use thereof. 


It is held that the office is not justified in registering the 
mark in view of the decision of the United States Supreme 
Court in the case of Standard Paint Co. v. Trinidad Asphalt 
Mfg. Co., [Reporter, Vol. 1, p. 10]. (*) 

The words, “Gold Medal” in script and the representation 
of a gold medal, for boots and shoes were refused registration as 
descriptive, though applicant contended that it did not rely on 
the words “Gold Medal” alone, but on the combination of those 
with the representation of a medal. (7) 


Upon an appeal to the commissioner from a decision of the 
examiner of trade-marks rejecting the word “Knotsewn” for 
gloves, on the ground that it is descriptive of the style of stitch- 
ing in which a knot is made after every stitch, the assistant com- 
missioner held that the word is an apt one to describe the par- 
ticular kind of sewing, and, therefore, unregistrable. (*) 


(1) Ex parte, Edward J. O’Reilly, 114 Ms. Dec., 330. 
(2) Ex parte, Dorothy Dodd Shoe Co., 114 Ms. Dec., tot. 
(3) Ex parte, Louis Myers & Son, 114 Ms. Dec., 67. 
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The compound word “Glyco-Ulmus,” for poultices, was re- 
fused by the examiner of trade-marks on the ground that 
“Ulmus” means “elm” and the labels show that elm bark is 
used in the preparation of the goods. Therefore, the word 
“Ulmus” must be disclaimed or removed from the drawing. 
The applicant, in support of his contention that it is customary 
to register compound words, even though part of the word may 
have a descriptive meaning, cites the registration of the word 
“Cheese-a-bit” for a preparation for making welsh rabbit and 
“Nutzyme” for nut butter. 

The assistant commissioner holds that if the word “Glyco”’ 
were arbitrary, fanciful and non-descriptive, the mark might be 
registered, but since it is descriptive, being defined as denoting 
sweetness or indicating the presence of sugar, there is nothing 
fanciful about the mark and the examiner’s decision must be 
affirmed. (1) 

On an application to register, as a trade-mark for water 
heaters, pipes and fittings, the words “Electric Weld” in script 
with a paraph running from the last letter of the first word to 
the beginning of the first letter of the second word, together 
with some minor features, the examiner of trade-marks refused 
the registration, holding that the mark is descriptive as applied 
to the goods in question. 

The commissioner says that this is a peculiar case. The ap- 
plicant controls certain patents for electric welding, has used the 
words “Electric Weld” on all its goods, and has built up a reputa- 
tion under the mark although frequently the words had no mean- 
ing as applied to the particular goods upon which they were 
used. The words are undoubtedly descriptive when applied to 
goods electrically welded, but there are no electrically welded 
parts in the particular goods mentioned in the application. How- 
ever, other manufacturers may now or hereafter make goods 
that are so welded and the field should be left open to them to 
use these words to describe their goods. It was held, after care- 
ful consideration, that under the circumstances the words should 
not be registered as the trade-mark of the applicant. (2) 


(1) Ex parte, Eli Lilly & Co., 113 Ms. Dec., 324. 
(2) Ex parte, John Wood Mfg. Co., 114 Ms. Dec., 58. 
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The Linderberg Steel Company applied to. cancel the regis- 
tration of the word “Electro,” applied to steel, and the petition 
was granted. The petition for cancellation set forth that the 
applicant and its predecessors had sold “Electro” steel, the pro- 
duction of which involved the use of electric furnaces; that the 
word is descriptive as applied to steel, indicating steel made in 
an electric furnace; that the registrant has no right to the ex- 
clusive use thereof, as the word is necessary to describe the 
steel of the applicant. 

It is admitted that for a long time prior to the use by the 
registrant of the word “Electro,” the word was a common prefix 
to other words to designate their connection with electricity, as 
in “electro-plate,” ‘“electro-chemistry,”’ and, therefore, it is natural 


to so designate steel treated in an electric furnace. The assist- 
ant commissioner holds that this word involves the natural way 


of describing the steel so made and is too descriptive for ap- 
propriation as a trade-mark. He adds: 

“In coming to this conclusion, it is not overlooked that many words 
may be suggestive and still not be objectionably descriptive and therefore 
a good trade-mark. For example the word ‘North Pole’ for 
ice cream freezers would be suggestive, but still would not be the 
ordinary way in which manufacturers of ice cream freezers would 
indicate that their freezers would make ice cream as cold as if it had 
been at the North Pole. Therefore the words ‘North Pole’ for ice 
cream freezers would be only suggestive, but not descriptive. However, 
in the present case, it is common to use the word in question to designate 
some connection with electricity, and it is therefore descriptive and not 
suggestive.” 

The question was raised whether, if the word was descrip- 
tive when it was adopted as a trade-mark, its registration had 
injured the petitioner in the way set up in the petition for can- 
cellation. The assistant commissioner says that, although the 
applicant did not use the word as a trade-mark, such use is not 
always necessary to justify an opposition (Underwood Co. v. 
Dick Co., Reporter, Vol. 1, p. 35. The petitioner's goods were 
bought by customers as “Electro Steel’? and sold as such, and to 
deprive the company of the right to present its goods under their 
natural name would involve such injury as is contemplated by 
the statute. The decision of the examiner is affirmed. (*) 

(1) Linderberg Steel Co. v. Hammacher Deliws & Co., 114 Ms. Dec., 


155. 
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Non-Descriptive Terms. 


The word “Veribest” coupled with the representation of 
streets and buildings enclosed in a circle, contains enough arbi- 
trary matter to make it registrable. The assistant commissioner 
further says, the office should treat all applicants alike, and as 
it has already registered the word “Veribest” to a great many 
others, with no more distinctive settings than that here shown, 
registration should not be refused in this case. (+) 

Upon an application to register the word “Delectos” for 
candy, the examiner held that it could not be registered, be- 
cause it is the plural of the Spanish word “Delecto” meaning 
“choice,” citing ex parte, Julius Wile Sons & Co., [Reporter, 
Vol. 1, p. 293]. 

The assistant commissioner says that the word is not so well 
understood in our language as to prevent its registration; and 
that even if it were a Spanish word in common use, its Eng- 
lish meaning would not bar its registration as a trade-mark, for 
the office has recently registered such words as “Delight” and 
“Supreme Delight,” etc., which are as descriptive as the Eng- 
lish equivalent of “Delectos.” (?) 


The examiner of trade-marks refused the registration of a 
trade-mark composed of two winged figures holding a scroll with 
the word “Ceylon” and below the scroll the word “Tea” and 
below that the representation of a gasolene delivery car and the 
words “Parcel Post,” these last words being prominently dis- 
played. This mark is applied to packages, boxes or cans of tea. 

The examiner objected to the words “Parcel Post” on the 
ground that they indicate that the goods are packed to be sent 
by parcel post, and that therefore they are descriptive, or, if they 
are not packed for that special purpose, then the words are de- 
ceptive. 

The assistant commissioner says that there is nothing in the 
shape, size or other features of the label which indicate that 
the goods are packed to be sent by parcel post, or to indicate 
that the government has approved the package for such ship- 


<x parte, Acme Mills, 113 Ms. Dec., 180. 


(1) I 
(2) Ex parte, Charles N. Mills, 113 Ms. Dec., 258. 
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ment. He believes that there is little possibility of anyone being 
misled-by the words “Parcel Post,” and the mark should, there- 
fore, be registered. (') 

“Capolox”’ was refused by the examiner, as a trade-mark for 
fountain pens, because descriptive in that a certain patent shows 
“a fountain pen in which the cap is so constructed that the valve 
is locked within the cap.” The assistant commissioner, how- 
ever, holds that the mark is not descriptive, and there is no valid 
reason why it should not be registered. (*) 


The word “Bellgrade” is registrable as a trade-mark for 
work shirts and work and dress trousers. (*) 


A mark consisting of the words “TURN or WELT,” the 
word “turn” being above the word “welt,” and an interrogation 
point running from the word “turn” down between the letters 
W and E of the word welt, was refused by the examiner of 
trade-marks, for leather shoes. Substantially this mark has been 
before the commissioner previously and was rejected, [| Reporter, 
Vol. 3, p. 412]. It undoubtedly suggests to the mind that the 
shoe is so constructed that it is difficult to distinguish whether it 
is a welt or a turn shoe, and the applicant has stated that the 
particular construction involved is new, having some features 
characteristic of each of these types. 

The words “TURN or WELT” are descriptive as applied 
to shoes, but when presented in the way shown, there is enough 
arbitrary and fanciful matter to warrant registration. The 
examiner was reversed. (*) 

The examiner of trade-marks refused to register the word 
“National” as a mark for washboards. The assistant commis- 
sioner, however, holds that, if the mark applied for is descrip- 
tive at all, it is so only in suggesting the national scope of appli- 
cant’s business and is too remotely descriptive to be objectionable. 


The office has registered this word to hundreds of applicants 
and the registration should be granted. (°) 


2x parte, Consumers Importing Co., 114 Ms. Dec., 23. 
Ex parte, Eagle Pencil Co., 113 Ms. Dec., 294. 
x parte, Bell Overall Co., 113 Ms. Dec., 456. 
<x parte, Turner Flexible Innersole Co., 114 Ms. Dec., 
‘x parte, National Washboard Co., 114 Ms. Dec., 82. 
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“Ves-Pok” is a proper trade-mark for cameras, and should 
be registered. 

The examiner rejected this mark on the ground of descrip- 
tiveness, being a mere misspelling of the compound word “Vest- 
Pocket,” indicating that the camera is small enough to be carried 
in the vest pocket, but the assistant commissioner says that it is 
sufficiently different from that word to be put on the basis of 
such words as “Hivel,” a contraction of “High Velocity,” regis- 
tered for smokeless powder; “Sanistell,” a misspelling of ‘“Sani- 
tary Steel,” and “Siltex,” an abbreviation of “Silk Texture,” 
registered for dress goods and that it should be allowed.(*) 


Goods of the Same Descriptive Properties. 


Dunstan & Company opposed the registration of the word 
“College” as a trade-mark for chewing gum, in view of its use 
of the same word on candy, and the examiner of interferences 
dismissed the opposition. 

This case turns on the question whether chewing gum and 
candy are goods of the same descriptive properties. Although 
both parties operate in the same territory, there is no proof of 
confusion and, although the opposer bought chewing gum from 
the applicant, bearing the trade-mark in question, it did not 
notify the applicant of any objection, until its attention was 
called to the published application, when it filed this opposition. 

In view of these facts, and of the further fact that the 
office has granted a number of registrations where the same 
mark was used by one party on chewing gum by another on 
candy, as well as the similarity of this case to that of the Hump 
Hairpin Co. v. De Long Hook & Eye Co. [Reporter, Vol. 3, p. 
238], it is held that the applicant is entitled to registration. (7) 

It was held by the examiner of interferences that John 
Sexton & Company were entitled to registration of the word 
‘“Edelweiss” for soap, scouring powder, washing compounds, 
window and metal cleaners, notwithstanding that it had been 
registered to F. R. Arnold & Company for soap and perfumeries. 


(1) Ex parte, Louis Mandel, 114 Ms. Dec., 66. 
(2) The E. W. Dunstan Co. v. The Autosales Gum & Chocolate Co., 
113 Ms. Dec., 265. 
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The assistant commissioner says, it is shown by the proofs 
that although the registrant sells soap it never used the mark on 
soap. 

In view of the decisions of the courts in G. & J. Tire Co. 
v. G. J. G. Motor Car Co., [Reporter, Vol. 3, p. 243], and Hump 
Hairpin Co. v. De Long Hook & Eye Co., [Reporter, Vol. 3, 
p. 238], and in view of the lack of proof of actual conflict or 
confusion in trade, the assistant commissioner holds that the 
applicant is entitled to registration. (1) 

The General Electric Company, the owner of the registered 
mark “Mazda” for electric lamps, opposed an application to 


register the same word for incandescent mantles, and the opposi- 


tion was dismissed by the examiner of interferences. It was 
shown that the mark is a celebrated one for electric lamps, and 
there was no question but that the opposer was its first user. On 
the question of whether the goods are of the same descriptive 
properties, the assistant commissioner cites American Stove Co. 
v. Detroit Stove Co., 134 O. G., 2245; 31 App. D. C., 304, in 
which case it was held that gasoline stoves, on the one hand, and 
coal and wood stoves, on the other, are goods of the same de- 
scriptive properties. He says: 

“In that case, no one would buy a gasoline stove, thinking it was 
a wood or coal stove, or vice versa, and so in this case, no one would buy 
an electric lamp thinking it an incandescent gas mantle.” 

He holds, however, that this is not the only factor which 
enters into the present case. The exhibits show very clearly an 
attempt, at least, to confuse purchasers and the testimony shows 
that purchasers have been confused by the use of this mark by 
applicant. Taking into consideration these facts, the similarity 
of this case to the one cited, and the further fact that the word 
is a distinctive one, very unlike any other used on like goods, the 
assistant commissioner was of the opinion that the opponent has 
established the probability of injury, against which the statute 
is directed, and the decision of the examiner was reversed. (7) 

The next case is an appeal to the commissioner from the de- 

(1) John Sexton & Co. v. F. R. Arnold & Co., 113 Ms. Dec., 242. 


(2) General Elecfrie Co. v. The Anglo-American Incandescent Light 
Co., 114 Ms. Dec., 8. 
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cision of the examiner of interferences, granting a registration 
of the word “Edelweiss” for canned fruits and vegetables and 
other goods, including pickles, after interference with a previous 
registration of the same mark for pickles. The applicant had 
used the mark since 1904 on canned fruits and vegetables, but 
only since April, 1912, on pickles, while the registrant began to 
use it on pickles in January, 1912. 

Held that pickles should be considered as a different class 
of goods from canned fruits and vegetables, and while applicant 
may register “Edelweiss” for fruits and vegetables, they should 
not be allowed to register it for pickles, in view of its prior use 
thereon by another. (1) 

This decision directly overrules an earlier decision of the 
office on this very point, holding that canned fruits and vegetables 
are goods of the same descriptive properties with pickles, [Re- 
porter, Vol. 2, p. 257]. 


Proper Names. 


The Yale and Towne Mfg. Co. applied for the registration of 
the word “Yale” as a trade-mark for automatic belt operating 
machines and hoists, under the ten-year clause, and the examiner 
of trade-marks refused it, because of the prohibition contained 
in the amendment of January 8th, 1913 to the trade-mark statute, 
forbidding the registration of the name of any institution, [Re- 
porter, Vol. 3, p. 45]. It appears that this mark has been the 
subject of much litigation, has been upheld as valid and is ex- 
ceedingly valuable. The assistant commissioner says it is diffi- 
cult to believe that congress would have provided for registration 
of a surname and not for this mark, which has been used in good 
faith for ten years. Applicant should not be refused merely be- 
cause the name is a prominent part of that of Yale University. 
The intention, rather than the wording of the statute should be 
carried out, and the registration should be granted. (7) 


The decision of the examiner of trade-marks, refusing the 
registration of “Diesoil” for lubricating oils, is affirmed on ap- 
peal by the commissioner, “Dies” being a mere surname and 


(1) John Sexton & Co. v. Alart & McGuire Co., 114 Ms. Dec., 320. 
(2) Ex parte, Yale & Towne Mfg. Co., 114 Ms. Dec., 255. 
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“Oil” .the ordinary name of the goods to which the mark is 
applied. (*) 


Geographical Terms. 


The commissioner holds that the contention that “Maid” 
is a mere misspelling of “made” and that the phrase “Northern 
Maid” is geographical, is too far-fetched, and he reserves the de- 
cision of the examiner. (7) 

The mark “Flint-Tone,” for varnishes and like goods, was 
refused on the ground among others, that the word “Flint” was 
geographical. The assistant commissioner holds that this objec- 
tion would be a good one, if the word stood alone, since it is 
the name of the town where the applicant is located, but the 
addition of the word “Tone” cures this ground of objection. (*) 

It is held that “Hollander” as a trade-mark for beer, is 
properly refused, because it points too strongly to Holland, as 
the place of manufacture. (*) 


(1) Ex parte, Union Oil Co. of California, 114 Ms. Dec., 266. 
(2) Ex parte, Northern Shoe Co., 113 Ms. Dec., 235. 
(3) Ex parte, Flint Varnish Works, 114 Ms. Dec., 22. 


(4) Ex parte, Conrad Seipp Brewing Co., 114 Ms. Dec., 166. 





